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1 . The specification is objected to because of the following informalities: 

a) the continuation information must be updated to indicate issue of the parent 
'220 application as U.S. Patent No. 6,649,347; 

b) claim 80 is lacking a period at the end; 

c) claim 74 has two steps labeled "c". 



2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. A key feature of the claimed 
methods would appear to be the use of strand-specific methylation sensitive restriction 
enzymes and nick translation; it is suggested that this be incorporated into the title. 



3. Applicant is reminded of the proper content of an abstract of the disclosure. 

A patent abstract is a concise statement of the technical disclosure of the patent 
and should include that which is new in the art to which the invention pertains. If the 
patent is of a basic nature, the entire technical disclosure may be new in the art, and the 
abstract should be directed to the entire disclosure. If the patent is in the nature of an 
improvement in an old apparatus, process, product, or composition, the abstract should 
include the technical disclosure of the improvement. In certain patents, particularly 
those for compounds and compositions, wherein the process for making and/or the use 
thereof are not obvious, the abstract should set forth a process for making and/or use 
thereof. If the new technical disclosure involves modifications or alternatives, the 
abstract should mention by way of example the preferred modification or alternative. 

The abstract should not refer to purported merits or speculative 
applications of the invention and should not compare the invention with the prior 
art. 

Where applicable, the abstract should include the following : 

(1) if a machine or apparatus, its organization and operation; 

(2) if an article, its method of making; 

(3) if a chemical compound, its identity and use; 

(4) if a mixture, its ingredients; 
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(5) if a process, the steps . 

Extensive mechanical and design details of apparatus should not be given. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 71-1 16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

A) Claims 71 -73 are confusing because they depend from canceled claims 1 
and 56. Clarification is required. 

B) Claims 74-1 16 are confusing because it cannot be determined what 
action(s) is encompassed by the last "detecting" step. It is submitted that essential 
subject matter for understanding what method is being claimed is missing from 
independent claim 74. Based on the specification including Example 2E on pages 72- 
74, it is suggested that the single "detecting" step be substituted by steps of "purifying 
nick translation products", "hybridizing the nick translation products with nucleic acids 
which may comprise centromere sequence", and "screening any hybridizing nucleic 
acids to identify a centromere nucleic acid sequence". This language is believed to be 
necessary because the method is based upon detecting methylated sequences 
regardless of their chromosomal positional origin, and thus hybridizing fragments will 
not necessarily be derived from a centromere. 
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5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 71-73 and 117-119 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. These claims are drawn to a 
centromere nucleic acid sequence, a non-human organism, and a progeny of such an 
organism, defined only in how they are to be prepared, without any physical, chemical, 
or structural properties whatsoever . Claims of this type are referred to in Technology 
Center 1600 as "reach-through" claims. It is clear that applicants were not in 
possession of any and every possible such nucleic acid and organism, which might 
possibly be prepared at some future point using the disclosed methods, at the time of 
the invention; thus, these claims clearly do not satisfy the written description 
requirement. Further, there is no basis on which to search the prior art for the nucleic 
acids and organisms which are being claimed. 
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6. Claims 71-119 are free of the prior art, but are rejected for other reasons. No 
claims are allowable. Regarding the methods of claims 74-1 16, no prior art has been 
found teaching or suggesting obtaining or identifying a centromere nucleic acid 
sequence using the required steps of strand-specific methylation sensitive restriction 
endonuclease digestion of genomic DNA, nick translation of digested DNA, hybridizing 
nick-translation product to target nucleic acids, and screening hybridizing nucleic acids 
to identify centromere sequences. Vongs et al., Bianchi et al., Dellaporta et al., and 
Mitchell et al. teach that centromere nucleic acid sequences in certain organisms were 
known to be methylated. De La Torre et al., now made of record as a reference of 
interest, teaches in situ nick translation of human chromosomes after digestion using 
methylation-sensitive restriction enzymes. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenneth R. Horlick whose telephone number is 571- 
272-0784. The examiner can normally be reached on Monday-Thursday 6:30AM-5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). . 
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Primary Examiner 
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